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The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 28 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim 28: Claim 28 has been amended to recite "without having first only indicated 
whether the participant has benefits coverage". This feature is a negative limitation which is not 
supported by the original disclosure. MPEP 2173.05(1) states: 

Any negative limitation or exclusionary proviso must have basis in the original 
disclosure... The mere absence of a positive recitation is not basis for an exclusion. Any claim 
containing a negative limitation which does not have basis in the original disclosure should be 
rejected under 35 U.S.C 1 12, first paragraph, as failing to comply with the written description 
requirement. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 4, 6, 13-14, 16, 18 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pritchard (U.S. Patent 4,491,725) in view of Boyer et al. (U.S. Patent 
6,208,973) and further in view of Doyle, Jr. et al. (U.S. Patent 5,070,452). 
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Claim 4: Pritchard discloses a system (FIG. 1) for determining insurance eligibility and 
payment for medical procedures. Pritchard discloses a first computer (26) having at lease one 
data storage means (files and tables as shown at 26), and input/output means (each 
communication line 22, 24, 32 and 34 is both an input and output means to the first computer 26 
since each permits two-way communication). 

Data pertaining to the participant is stored in a patient file at (26). The collective set of 
patient files constitute a database. These files are not stored on a second computer (10). 

The second computer is shown at (10). This second computer (10) includes means for 
inputting a participant identifier simultaneously with an indicator of a particular procedure (the 
HCFA form which requests the patient information and procedure information together on one 
form, col. 7, lines 41-42, 45-46 and 49-50). 

The first computer also includes means for searching for the participant identifier to 
identify the participant (programming steps to find the participant and validate their card, col. 7, 
lines 20-30). 

The first computer (26) fiirther includes means for providing the participant data to the 
second computer in the form of : (1) name of the participant; (2) benefits carrier as the insurance 
company; (3) a service number readable as an account number; (4) dental benefit coverage in the 
form of a dollar amount. This information indicates eligibility for coverage and level of 
coverage in terms of dollars. 

The second computer (10) fiirther includes second input means (keyboard or any of the 
input means 60-66 shown in FIG. 4) which permit input of inquiries. Response to the inquires are 
made in real time in the sense that the information is provided back to the medical care provider 
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"rapidly" (col. 3, line 30) and while the patient is still with the provider (col. 6, lines 64-66 and 
col. 12, lines 14-15). The participant's data to the second computer (10) in not sent advance of 
the determination (col. 7, lines 25-28 returns only a yes/no validation, the participant's data is not 
returned to the second computer (10) until FIG. 8, where the participant data is shown with the 
determination). 

The recordation of utilization of benefits can be accomplished by the insurance carriers 
(36, 38) or the bank (40) which record transaction which take place and are associated with the 
first computer (10) by communications links over a common network (FIG. 1). The recordation 
may also be record presented on the output screen in FIG. 8. 

Pritchard differs in that it does not disclose the communication links between the 
computers as accomplished by the World Wide Web (i.e. the Internet), However, such 
interconnection is taught by Boyer et al. at (14) in FIG. 1. It would have been obvious to one of 
ordinary skill in the art to modify the system of Pritchard to utilize the World Wide Web (i.e. the 
Internet) as the communications medium between computers so as to eliminate the need to 
construct a dedicated private network and by utilizing a readily available network 

Pritchard differs in that it does not disclose the second computer as residing in a dental 
care office where it is usable by a dental care provider. However, Doyle Jr. et al. teaches a 
computer terminal (18) highly analogous to the computer (10) in Pritchard except that it can be 
used by a dentist in a dental practice (col 9, lines 10-15 and hne 29). It would have been 
obvious to one of ordinary skill in the art to utilize the system of Pritchard in a wide array of 
medical practices, including dental practices, so as to permit a more practitioners access to the 
system as taught by Doyle Jr. et al. 
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Claim 6: Pritchard discloses the input of procedure codes (col. 8, lines 12-13). The input 
of other procedure related data, such as tooth identifications and tooth positional identification 
would further have been obvious to one of ordinary skill in the art to clarify the exact nature of 
the procedure being performed. 

Claim 13: The "first computer" is (26) and the second computer is (10). Pritchard 
discloses a method for providing information to physicians regarding participants in an insurance 
plan. The method involves determination of eligibility for claim payments and involves the steps 
of: 

Inputting identifier data and particular procedure pertaining to a participant on a first 
computer as a single step inquiry to a database containing participant data regarding a plurality 
of insurance carriers (col. 7, lines 37-63, the steps of filling out the HCFA form that includes the 
participant data and procedure information. The form is filled out on the first computer 10 and 
input to the second computer 26); 

Searching for identifier data in the participant data (col. 7, lines 20-23); 

Providing output in the form of participant data provided as a response to the inquiry in 
real time (FIG. 8) without the need to send the participant data in advance (FIG. 8 is the first 
output of participant data, the previous output described at col. 7, lines 25-28 is only a Yes/No 
validation) and where the output comprises an indication of correctness or non-correctness for 
the input procedure (FIG. 8, which illustrates that the procedure is correct since a claim payment 
is authorized by the insurer for the patient identified as John M. Doe). 
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The inputting step is performed in real time (col. 3, line 30, col. 6, lines 64-66 and col. 
12, lines 14-15) and the inputs are transmitted to the second computer (26). The inputs may be 
made prior to the procedure itself (col. 6, lines 64-66). 

The recordation of the utilization of benefits may be made by the insurer (36, 38), the 
bank (40) or it may be recorded on the output screen in FIG. 8. The recordation is based upon the 
input of the participant data and procedure data into the HCFA form. 

Pritchard differs in that it does not disclose the communication links between the 
computers as accomplished by the World Wide Web (i.e. the Internet). However, such 
interconnection is taught by Boyer et al. at (14) in FIG. 1. It would have been obvious to one of 
ordinary skill in the art to modify the system of Pritchard to utilize the World Wide Web (i.e. the 
Internet) as the communications medium between computers so as to eliminate the need to 
construct a dedicated private network and by utilizing a readily available network 

Pritchard differs in that it does not disclose the second computer as residing in a dental 
care office where it is usable by a dental care provider. However, Doyle Jr. et al. teaches a 
computer terminal (18) highly analogous to the computer (10) in Pritchard except that it can be 
used by a dentist in a dental practice (col. 9, lines 10-15 and line 29). It would have been 
obvious to one of ordinary skill in the art to utihze the system of Pritchard in a wide array of 
medical practices, including dental practices, so as to permit a more practitioners access to the 
system as taught by Doyle Jr. et al. 

Claim 14: Input data is inherently viewed in real time, since it is seen while it being 
entered in the computer. The output from the input data is also real time, since it is seen while 
the patient is with the physician (col. 6, lines 64-66). 
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Claim 16: The inputs to the HCFA form are the inputs derived from the MediCard (col. 7, 
lines 45-46), which are described at col. 5, lines 26-32. This includes a date of birth. The 
remaining features in claim 16 are optionally recited (see the phrase "at least one of). 

Claim 18: See remarks for claim 6. 

Claim 28: See remarks for claim 4. With respect to the last two paragraphs of claim 28, 
note that the system of Pritchard in FIG. 8 provides an indication of benefit eligibility (insurance 
eligibility) and level of coverage (payment amount) simultaneously in one output in FIG. 8. The 
negative limitation of "without having first only indicated whether the participant has benefits 
coverage" is met by Pritchard. Prior to the display screen of FIG. 8, the physician or dentist can 
be transmitted a claim form when the insurance card is validated (col. 7, hnes 37-40). Since the 
physician or dentist in Pritchard can receive displays beyond the "only an indication of benefits 
coverage" in the negative limitation, the negative limitation is met by Pritchard. 

Remarks 

Applicant's arguments have been considered. Applicant's arguments are directed to the 
feature in each of claims 4, 13 and 28 calling for real time interaction. Applicant argues that 
Pritchard does not permit real time interaction since the response time from the first computer 
(26) is alleged to be several hours. This argument is incorrect. The Pritchard reference contains 
no suggestion that the data retum time from the first computer (26) to the second computer (10) 
is several hours. Pritchard does state that the complete processing, including electronic fiinds 
transfer (col. 9, lines 55-61), can take several hours , but Pritchard does not suggest that merely 
providing data to the terminals takes several hours. Accordingly, applicant's argument is mere 
speculation. Examiner maintains that even when Pritchard is taken alone, it provides for real 
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time interactions, which are suggested at col. 7, lines 12-24 and col. 6, lines 64-66, where a 
patient can receive feedback while still with the physican. Additionally, Pritchard has been 
combined with Boyer to suggest the usage of the Internet as the intermediary network, further 
supporting any manner of real time interaction, which is a characteristic of the Intemet. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
AppHcant is reminded of the extension of time poHcy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.1 3 6(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS firom the date of this 
final action. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (571) 272-4084. 

Sam Rimell 
Primary Examiner 
Art Unit 2164 




